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APPEAL. BRIEF 

mea a Notice of Appeal to this Board onNovember 22, 2005 appealing 
„e decision of the Examiner in .he Fina, Office Action dated August 22. 2005 for the above 
captioned application. Appellant hereby submits this Appea. Brief pursuant «o 37 C.F.R. 41 .37. 

(1) real Party in Interest 
The real party of interest in this action is International Business Machines Corporation, 
fce recorded assignee of the entire right title and interest in and to toe paten, app.ka.ion now 
under appeal before this Board. tatemational Business Machines Corporation is a corporation of 
the State of New York, having a place of business in Armouk, New York 1 0504. 

p) Related appeals and Interferences 
There are no outer appeals or interferences known to AppeUants. Appellants' legal 
representative, or Assignee (hat wil! affect or be directly affected by or have a hearing upon the 

Board's decision in the pending appeal. 

(3) Status of the Claims 

The status of all claims in the application under appeal is as follows: claims 1-6 and 8-13 
are pending in the application. Claims 1-6 and 8-13 stand rejected and are under appeal. 

(4) Status of amendments 

Appellant has not submitted any amendments to the claims subsequent to the Final Office 
Action dated August 22, 2005. Appellant believes that the amendments made in its Response 

filed on May 23, 2005 have been entered. 

(5) SUMMARY OF CLAIMED SUBJECT MATTER 

There are two independent claims involved in this appeal, including independent claim 1 
ducted to a method and independent claim 8 directed to a computer program product. 
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tendon, claim i * *— - * *» — *» a p,taBr &r ^ * Prh " j0b - 

(Specification, page 4, Hue 22; original data 1; ^ The — «^« 
one or more anributi* of ft. prin. Job (Spe.mca.ion, page 4, tine 23; and Figure 6, s»,e 604); 
associating an atiribu* bit setting for each of .he one or mote identified a.«ribu,es (Specification, 
page 12, tines 1-3 and ,3-17; page »4, hnes I* and Figure 6, state 606); matching the one or 
more afribute bi. settings of the print job W i* atribu.es listed in an a«ibu.,prin«er assignment 
taDle (Specification, page .2. Unes 22-25; page 13, tines 1-9 and 18-20; page !4, lines 1-8; 
Figure 3- Figure 6. state 610); identifying me printer from me atmbute-pnn^r assignment table 
designated to hand* print jobs by having .he matching one or more anribute hi. settings 
(Specification, page .3, lines 19-20; page ,4, Unes 3-o; Figure 6, 610); and directing .he 
prin, job to the identified primer (Specification, page 14, lines 6-7; Figure 6, sm.es 612). The 
mefcoa provides .he advantage of accommodates user preferences fcr determining how print 
jo bs are distributed .o a P .urali«y of printers (Specification, page 4, lines 14-16; page 4, line 22 .o 
page 5, line 4, page U. line 1-3 and 12-29; and page 12, Unes 22-23). 

mdependen. claim 8 is directed to a computer program product including instructions 
embodied on a compu.er readable medium, for selecting a P rin.er for printing a prin. job 
(Specification, original claims 8-14). The computer program product comprises instructions for 
spying ou. .he steps of me meutod described above. According*, .he specification support for 
me computer program product mcludes me description of ft. memod as sc. ou. above. 

(6) GKOUNDS OP REJECTION TO BE REVIEWED ON APPEAL 
Whemer claims 1-6 and 8-13 are anticipated under 35 U.S.C. 102(e) by Barry « al., U.S. 
Patent No. 6,606,165. 
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(7) ARGUMENT 

p^tAnt 6,606,165. 

(1) Ap plicable law, 

"A data, is unticipaed only if each and every dement - « f°*h in the data is found, 
either ^ or inherently described, in . single prior art referee." Verdegaal Bros. v. 
Union Ott Co. of California, •« ™ 628, 631. 2 USPQ2d .05,, 1053 (Fed. Or. 1987). 
Furthermore. Wri> quires the presence in a single prior «t referee disclosure of 
each and every element of the claimed invention, arrant as in *, U— « 

I****** **» v. African Ho* & Derrick Co., 730 F.2d 1452. 221 USPQ 48!. 485 
■ (F«d.Cir. 1984). Under 35 U.S.C. Section 102, anticipation requires that "the prior art reference 
must be enabling, thus placing the a,l.gedly disclosed matter in the possession of .be pubUc." 
AhoN.V. v. U.S. J»7 Trade Omm% 808 F.2d 1471. 1 USPQ2d 124!, 1245 (Fed. Cir 1986). 
•There must be no difference between the claimed invention and the reference disclosure, as 
viewed by a person of ordinary skill in the field of the invention." Scrips Clinic & Restore,, 
JW v. Genen.ee* Inc., 927 F.2d 1565, 18 USQP2d 1001, 1010 .(Fed. Cir. 1991). 
Furthermore, the Federal Circuit held in Paperless Accounting. Inc. v. Bay Area Rapid Transit 
Systems, 804 F.2d 659 (Fed. Cir. 1986) that "a S 102(b) reference must sufficiently describe the 
claimed invention to have placed the public in possession of it." Id. at 665. 

(2) Review of fh * ™ tR d prior art, 

U.S. Patent No. 6.606.165 (hereinafter "Barry") discloses a method and apparatus for 
routing pages of a document to a multi-print engine based on parameters associated with the 

3 
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page data of the print job. (Barry, Abstract). After converting the print job into rastenzed 
imag es of each separate page of the document and storing each of the rasterized images of 
individual pages in storage, the individual pages are sent to the print engines based upon 
etching the print job parameters of each rasterized image wiO, the printing characteristics of the 
print engine selected. (Abstract) The print job parameters that are mclude4 in the header of each 
rasterized page include such things as bit depth of the page, the page size, the number of colors 
onthepage.menumberofplanesandtheresolutiot, (Barry, col. 31, lines 45-50). However,the 
assignment to a given printer is not based upon attribute settings but is instead based upon 
complex formulas. See, for example. Barry, col. 9, eqns. (1) and (2); col. 13, line 25. 

(3) Rarrv fails to dis use *ach of the limitati ons of jru te pftndent d*™ 1 . 
Appellant claims, inter alia, associating an attribute bit setting for each of the one or 
more identified attributes, matching these bit settings with attributes in an attribute-printer 
assignment table, identifying the printer from the assignment table designated to handle print 
jobs having the matching attribute bit settings and directing the print job to the identified printer. 

Appellant respectfully asserts that a prima facie case of anticipation has not been 
presented because Barry fails to set forth each and every element of Appellant's claimed 
invention. First, Barry does not set forth associating an attribute bit setting for each of one or 
more identified attributes of the print job. As known to those having ordinary skill in the art, a 
bit is a urut of information content equal to one binary decision. McGraw-Hill Dictionary 
of Scientific and Technic* Terms). As Appellant disclosed, an attribute may be a color bit 
where he value "1" indicates that the print job contains color images and the value "0" indicates 
that the print job is merely black and white. (Specification, p. 12, lines 9-11). The header 
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disclosed by Barry as Muding the relevant properties of each page being printed are no, bit 
settings b„. genera, —on, such as page size, number of Oars, number o, planes arf 
resolution. These are not bit settings, the limitation claimed by Appellant. 

Neither does Barry set font, matching the bi. settings designating the atUibu.es of the 
print job with attributes lis«=4 in an attribute-printer assignment table nor identifying the printer 
w send fheprint job by matching attribute bit settings withthose in the table. 

Because Barry does no, set forth each and every element of Appellor's claimed 
invention, Appellan, respectiully requests reconsideration and withdrawal of the rejection of 
independent claim 1 as well as all claims depending therefrom. 

The Examiner states that the "attributes read on the parameters or characteristics" (Final 
Office Action, page 3, line 3). Appellan, asserts that *e "attributes of to print job" (Appellant 
Claim 1) does no, read on "parameters of each bit-mapped image" CBarry, Absttact, tines 12-13) 
or -characeristics of me pro,, engine" (Barry, Abstract, tine 13). Appellan, has denned 
attributes to be representative of a print job, not representative of an image or print engine. 

The Examiner has repeated!, cited Barry a. col. 31, line. 22-65 as the support for the 
assertion tha, Barry .caches certain timitations of all of Appellant's pending claims 1-6 and 8-13. 
Appellant asserts that these limitations are no, specifically found with the cited passage and the 
generality of the Cation, i.e., ,he same 43 lines for each cl aim timi,ation. deprives ,he Appellan, 
of the opportunity to respond with more particularity. Appellant asserts that the Examiner has 
not made out a prima facie case of anticipation. 



5 
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w Y\m n f"'« '" ii r " f «"nOTlaii dairg i. 

Riding cUim 4, Barry docs no, W using a graphical user interface to enter to 
Us, of avaUable printers and the attnbu.es associa,ed -» -* <* «" ^ A = 

Appellant discloses, to assignment of avaiiable printers to print jobs having certain attributes is 
stably customizable by the user through a graphical user interface. (Specification, p. 13, 
ltoes 20-23). The method and system disclosed by Barry is extremely complex with many 
different parameters that must be entered for to many different printer engines disclosed therein. 
Appellant is unable to find within Barry any disclosure that an attribute-printer assignment table 
,s populated by entering the lis, o, availab.. prhuers and attributes of to available printers 
through a graphical use, interface. AppeUan, reaped* asserts that a prima facte case of 
anticipation has not been presented and respectfally repeats reconsideration and withdraw* of 
the rejection of claim 4. 

(5) ft*rrv fails to limitation of dependent s - 

Regarding claim 5, Barry does not disclose that an attribute bit string for each of the one 
or more identified attributes is set by an application program or printer hand*, Barry merely 
discloses that a page header is generated for each page to be printed and that the page header 
eludes, derived after rastenzing the page to be printed, the bit depth of the page, the page size, 
the number of colors, etc. (Barry, col. 31, lines 45-55). 

It is important to note that Barry requires that a document to be printed be rasterized prior 
to a determination as to which printer to send the document to. As Barry states: 

It should be understood that the virtual print engine of the present 
nventton is operable to convert each of the documents into Sl ngle 
TncltTal bitmapped pages, which images are stored on a page-by- 
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page basis fa each document. Thereafter as des 

engine's characteristics. 
Barry, col. 16, lines 40-52. 

Barry further discloses: 

The RIP (which Barry discloses to be the rasterizing program that 
lonver^ ( a document into the individual bit-mapped pages J 
SIS to nroviding a rasterized image, also provides output 
Son asTbUdepth, -ohuion, 0f P* elS PCT ^ ^ 

Barry, col- 31, lines 40-50. 

Barry dees no. disclose the use of an attribute bit setting for each of one o, more 
identified attribute,. Reconsideration and withdraw* of Iteration of claim 5 istequested. 

(6) ^r y fail, to disci -- ""■ Imitations nf indnimdetlt claim 8. 
Barry fails to disclose a. least one limitation of the computer program product set out in 
claun 8. to claim 8. Appellant claims a computer program product including inactions 
embodied on a computer readaMe medium for selecting a printer for printing a print job, the 
instructions comprising: identifying instructions for identifying one or more attributes of the 
print job, associating instructions for associating an attribute bit setting for each of the one or 
more identified attributes, making instructions for matching these bit settings with attributes » 
an attribute-printer assignment table, identifying instructions for identifying the printer from the 
assignment tabic designated to handie print jobs having the matching attribute bit settings, and 
directing instructions for directing the print job to the identined printer. 
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AppeHan. respectfully asserts M a prima foci, case of anticipation has not W 
presented te « Barry fails to se. forth each ana every element of Appears earned 
invention. Firs,, Barry does no, se, forth bating in—a for associating an m*» * 
for each of one or more identified attributes of the print job. As fctown h> those having 
ordinary skin in the art, a bit is a unit of information content e,ual to one binary decision. 0* 
McGraw-Hill Dictionary of Scientific and Technical Terms). As Appe»an, disciosed, an 
^tribute may be a color bi, where he vahte "1" indicate, that the print job contains color images 
and the vahte »0» indicates tha, the print job is merely black and white. (Specification, p. U. 

9-1 ■). The header disclosed by Barry as including the relevant properties of each page 
being printed are no, bi, settings but general information, such as page size, number of cotes, 
number of piaues and resolution. These are no. bi, settings, ft. limitation claimed by Appellant. 

Neither does Barry se, forth matching instructions for matching the bit settings 
designing the a »tnbu«es of the print job with attribute Usted in an amibute-printer assignment 
table, nor identifying instiuctions for identifymg the printer to send the print job by matching 
attribute bit settings with those in the table. 

Because Barry does not set forth each and every element of Appellant's claimed 
invention, Appellant respectfully requests reconsideration and withdrawal of the rejection of 
independent claim 8 as well as all claims depending therefrom. 

(7) T^rr y fails to di^ w the limitation of dependent claim Jl ■ 

Regarding claim U, Barry does not disclose that a list of available printers and attributes 
associated with each of the available printers are entered through a graphical user interface. As 
Appellant discloses, the assignment of available printers to print jobs having certain attributes is 
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preferabiy customize -y the us. through . graphica! user interface. (Spe^cation, p. ». 
„„« 20-23). H- mcthc* arrd system AM to Barry is extrenre.y complex with many 
afferent panders that mus, be entered for the many afferent printer engmcs disused therein. 
AppeUant is unabie » find ««hin Barry any W- d* an atttibnte-printer assignment tabie 
js popped by entering the U« of avails printers and. attnbn.es of the avaiiable printers 
through a graphic* user interface. Therefore, AppeUan. ****** asset* -^/^ 
CM e of anticipation has no. been presented and respectfutly quests reconsideration and 
withdrawal of the rejection of claim 11. 

(8) tt^r y to dis^ °" limitation of denftfdent claim 12. 

Regarding claim 12, Barry does not disclose that an attribute bit setnng for each of the 
one or more identified attributes is set by an application program or printer handle, Barry 
merely discloses that a page header is generated for each page to be printed and that the page 
Header includes, derived after rasterizing the page to be printed, the bit depth of the page, the 
page size, the number of colors, etc. (Barry, col. 31, lines 45-55). 

It is important to note that Barry requires that a document to be printed be rasterized prior 
to a determination as to which printer to send the document to. As Barry states: 

It should be understood that the virtual print engine of the present 
LeXn is operable to convert each of the documents vtosug* 
ZtTal M-iapped pages, which images «° - ■£* ^ 
page basis for each document. Thereafter, as described ab ,ave «»» 
SSs « distributed to various engines m a 
EdSg uponthe characteristics of the page, the avauabxhty of the 
eSe ^d in general, how best to match a given page in ^cordance 
wir^haracfenstics with a given engine in accordance with that 
engine's characteristics. 

Barry, col. 16, lines 40-52. 



PAGE 15/22 * RCVDAT 1/20/2006 5:34:59 PM [Eastern Standard Time]" SVR:USPTO-EFXRF-6/29 ■ DNIS:2738300 " CSID713 939 9508 " DURATION (mm-ss):05-20 



JAN-20-2006 FRI 04:35 PM STREETS & STEELE FAX NO. 713 939 9508 F 

Appeal Brief 
Dkt. No.: AUS920O10272US1 
(1BM/0O1O) 

Barry further discloses: 

The rip 670 in addition to providing a rasterized image also 
proviSo^t formation as to bit depth, resolution, number of 
pixels per line, etc. 

Barry, col. 3 1 , lines 40-50. 

Barry discloses the RIP to be a rasterizing program that converts a received 
document into individual bit-mapped pages. (Barry, col. 3 1 , lines 25-26) 

Barry does not disclose the use of an attribute bit setting for each of one ox more 
identified attributes. Reconsideration and withdrawal of the rejection of claim 12 is requested. 

Therefore, because me cited prior art reference fails to disclose each and every limitation 
of the claims, Appellant respectfully asserts that &P nma facie case of anticipation has not been 
presented. Therefore, Appellant respectful* requests the Board to find that claims 1-6 and 8-13 
presented on appeal are patentable. 

Respectfully submitted, 




Jeffrey L< Streets 

Attorney for Appellant 

Registration No. 37,453 

13831 Northwest Freeway, Suite 355 

Houston, Texas 77040 

713-939-9444 
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(8) Claims Appendix 

What is claimed is: 

,. (previous* present) A method for .daft* . P™« for pricing a print job, to 

method comprising: 

identifying one or more attributes of the print job; 

associating an attribute bit setting for each of the one or more identified attnbutes; 

matching the one or more attribute bit settings of the print job with attnbutes 
listed in an attribute-printer assignment table; 

identifying the printer from the attribute-printer assignment table designated to 
handle print jobs by having the matching one or more attribute bit settings; and 

directing the print job to the identified printer. 

2 (original) The method of claim 1, further comprising: 

' generating the plurality of print jobs using one or more application programs runnmg 
in a computer that is in communication with one or more printers. 

3 (previously presented) The method of claim 1. wherein the one or more attributes are 
elected from file type, application identity, color content, print resolution, page s«e or 

combinations thereof. 

4 (previously presented) The method of claim 1, wherein the attribute-printer 
assignment table comprises a list of available printers and the attributes associated wUh 
each of the available printers, the method further comprising: 

entering the list of available pnnters and the attributes associated with each of the 
available printers through a graphical user interface. 

S (previously presented) The method of claim 1, wherein the attribute bit setting for 
each of the one or more identified attributes is set by an application program or a pnnter 
handler. 
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6 (previously presented) The method of claim 5, further comprising: 

storing the attribute-printer assignment table in memory for access by the pnnter 



handler. 

7. (cancelled) 



S (previously presented) A computer program product fa*** instructions embodied 
on a computer readable medium for selecting a printer for printing a print iob, the 

instructions comprising: 

identifying instructions for identifying one or more attributes of the pnnt job; 

associating instructions for associating an attribute bit setting for each of the one 
or more identified attributes; 

matching mictions to — ««• *• « - mMe Wt " 

orint job with attributes Usted in an attribute-printer assignment table; 

identifying instructions for identifying the printer from .he amibute-pnnter 
assignment table designated » handle print jobs by having the matching one or more 

attribute bit settings; and 

directing instructions for directing the print job to the identified pnnter. 

9 (original) The computer program product of claim 8, further comprising: 

generating instructions for generating the plurality of print jobs, wherem the 
generating instructions are capable of running one or more application programs » 
communication with one or more printers. 

10 (previously presented) The computer program product of claim 8, wherein the one or 
m ore attributes are selected from file type, application identity, color content, pnnt 
resolution, page size or combinations thereof. 

H (previously presented) The computer program product of claim 8, wherein the 
attribute-printer assignment table comprises a list of available printers and the attnbutes 
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associated with each of the avaitabie printers, the —R— P«W product Mb. 

comprising: 

entering instructions for entering the list of available printers and the attnbutes 
associated with each of the available printers through a graphical user interface. 

12 (previously presented) The computer program product of claim 11, wherein the 
attribute bit setting for each of the one or more identified attributes is set by an 
application program or a printer handler. 

13. (previously presented) The computer program product of claim 12, further 

comprising: t 

storing instructions for storing the attribute-printer assignment table ut memory 

for access by the printer handler. 
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(9) Evidence Appendix 



None 
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(1 0) Related proceedings Appendix 



None 
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